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Art Unit: 1652 

Applicant's election without traverse of Group 24, Claims 
1-3, 5, 9-11, and 22 drawn to a chimeric protein comprising 
chondroitinase ABC exolyase and neurotrophic factors in the 
reply filed on 8/28/08 is acknowledged. Applicants remarks that 
some claims (i.e., claim 1) are linking claims among groups 1- 
168 is noted. The examiner expressly confirms that claim 1 
links inventions 1-168. The restriction requirement between the 
linked inventions is subject to the nonallowance of the linking 
claim(s), claim 1. Upon the indication of allowability of the 
linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim (s) depending from or 
otherwise requiring all the limitations of the allowable linking 
claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1.104 Claims that require all the 
limitations of an allowable linking claim will be entered as a 
matter of right if the amendment is presented prior to final 
rejection or allowance, whichever is earlier. Amendments 
submitted after final rejection are governed by 37 CFR 1.116; 
amendments submitted after allowance are governed by 37 CFR 
1.312. 

Applicant (s) are advised that if any claim presented in a 
continuation or divisional application is anticipated by, or 
includes all the limitations of, the allowable linking claim, 
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such claim may be subject to provisional statutory and/or 
nonstatutory double patenting rejections over the claims of the 
instant application. Where a restriction requirement is 
withdrawn, the provisions of 35 U.S.C. 121 are no longer 
applicable. In re Ziegler, 443 F.2d 1211, 1215, 170 USPQ 129, 
131-32 (CCPA 1971). See also MPEP § 804.01. 

Claims 4, 6-8, 12-21 and 23-24 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a 
nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply 
filed on 8/28/08. 

Claims 5 and 9 are objected to because of the following 
informalities : 

• abbreviations should not be used in the claims without 
first setting forth the full text for which they are 
used. 

• N-CAM appears twice in the list of claim 5 

• TGF □ and □ in claim 9 should presumably be TGF a and 

3 

appropriate correction is required. 

Claim 11 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
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distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 11 is confusing in the recitation of "wherein the 
peptide linkage is an Fc portion of an immunoglobulin" as it is 
unclear how a peptide linkage (i.e., peptide bond) can be a 
peptide itself. It is assumed that applicants in fact intended 
claims 10 and 11 to recite not a peptide linkage but a peptide 
linker . 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 



(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes 
that the subject matter of the various claims was commonly owned at the time 
any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the 
inventor and invention dates of each claim that was not commonly owned at the 
time a later invention was made in order for the examiner to consider the 
applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-3, 5, 9, 10 and 22 are rejected under 35 U.S.C. 



103(a) as being unpatentable over Olsen et al . (WO 00/64482) in 



view of either of Yick et al. (reference CI of applicants IDS of 



7/07) or Zuo et al . (reference CAG of applicants IDS of 4/06) 
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Olsen et al . teach a chimeric protein composed of two 
portions a first component capable of suppressing or 
neutralizing a neurite growth inhibitory molecule and a second 
component capable of stimulating neurite growth and/or 
regeneration, (see page 4) and pharmaceutical compositions 
thereof. Olsen et al . specifically teach that the component 
capable of stimulating neurite growth and/or regeneration can be 
a neurotrophic molecule including NGF, BDNF, NT3, FGF and many 
others (see page 10). Olsen et al. further teach that the 
neurite growth inhibitory molecule which is inhibited or 
suppressed by the first component of the chimeric molecule 
includes chondroitin proteoglycans (see page 25). Olsen et al . 
further teach that the two components of the chimeric molecule 
may be optionally separated by a peptide linker (see page 8) . 
Olsen et al . do not explicitly teach that the component capable 
of suppressing or neutralizing a neurite growth inhibitory 
molecule is a polypeptide possessing matrix modification 
activity or particularly a chondroitinase such as chondroitinase 
ABC. 

Each of Yick et al . and Zuo et al . teach that chondroitin 
proteoglycans are extracellular matrix components which inhibit 
neuronal growth and regeneration following injury and that the 
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administration of chondroitinase ABC which degrades chondroitin 
proteoglycans promotes axonal regeneration. 

Therefore, it would have been obvious to one of ordinary 
skill in the art to select chondroitinase ABC as the component 
capable of suppressing or neutralizing a neurite growth 
inhibitory molecule in the chimeric molecule of Olsen et al . as 
the disclosures of Yick et al . and Zuo et al . show that 
chondroitinase ABC has all the properties that are preferred in 
this component as disclosed by Olsen et al . 

Claim 11 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Olsen et al. (WO 00/64482) in view of either 
of Yick et al . or Zuo et al . as applied to claims 1-3, 5, 9, 10 
and 22 above, and further in view of Gearing (US Patent 
5,262,522) . 

Olsen et al . , Yick et al . and Zuo et al . are discussed 
above but do not explicitly disclose the use of an 
immunoglobulin Fc portion as the peptide linker between the two 
portions of the chimeric protein. 

Gearing et al . teach a chimeric protein having two separate 
polypeptide domains optionally separated by a peptide linker. 
Gearing et al . teach that a preferred peptide linker is an 
immunoglobulin Fc portion (see column 8, lines 17-43) . 
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Therefore, it would have been obvious to one of ordinary 

skill in the art to select an immunoglobulin Fc portion as the 

peptide linker of the chimeric molecule of Olson et al . as 

Gearing et al . specifically teach this as a preferred linker 

molecule for another chimeric protein formed by the conjugation 

of two proteins which don't naturally occur together. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Rebecca 
E. Prouty whose telephone number is 571-272-0937. The examiner 
can normally be reached on Tuesday-Friday from 8 AM to 5 PM. 
The examiner can also be reached on alternate Mondays 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Nashaat Nashed, can be 
reached at (571) 272-0934. The fax phone number for this Group 
is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



/Rebecca Prouty/ 
Primary Examiner 
Art Unit 1652 



